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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 15 April 2010 . 
2a )□ This action is FINAL. 2b)|^ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 2-18.20-22 and 25 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) KI Claim(s) 2-18.20-22 and 25 is/are rejected. 
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8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

^0)\Z\ The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 15 April 2010 has been entered. 

Claim Objections 

2. Claims 2-18,20,21 and 25 are objected to because of the following informalities: 
In step d of claim 2, "tine" should be replaced with -time—. 

Claim 15 recites dependence from claim 13, although it appears from the limitations set forth 
therein that the claim should actually recite dependence from claim 14. 
Appropriate correction is required. 

Claim Rejections - 35 USC§ 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by otiiers in tliis countiy, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claim 22 is rejected under 35 U.S.C. 102(a) as being anticipated by Applicant's admitted prior 
art. Applicant admits that the system used to execute the presently claimed method, i.e. a system 
comprising means for executing all steps as set forth in claim 22, was known in the art prior to invention 
(Specification p. 4 lines 26-27). 

Claim Rejections - 35 USC§ 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2-9, 11-13, 16-18, 22 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toumier et al (US PG Pubs. No. 2002/0168321), hereinafter Toumier ('321) in view of Kreuwel et 
al (US Patent No. 6,764,859), hereinafter Kreuwel ('859). 

Regarding claims 2, 4, 5, 7, 22 and 25, Toumier ('321) teaches an MR system and diagnostic 
method including means and steps for generating an imaging magnetic field over an examination area 
such that the area comprises one sub-area subjected to a lower magnetic field strength and a second sub- 
area subjected to a higher magnetic field strength, acquiring signals that depend o the magnetization in the 
examination area, and evaluating the signals to determine the spatial distribution of magnetic particles in 
the examination area (| 10, 26, 35). 

Toumier ('321) does not teach changing the spatial location of the sub-areas, nor does Toumier 
('321) teach that the magnetic particles are exposed to a var5dng magnetic field. In the same field of 
endeavor, Kreuwel ('859) teaches subjection of magnetic particles to a var5dng magnetic field, wherein 
the field is reversed (i.e., oscillated, such that the relative position of the examination area changes 
relative to the magnetic field) within a sub-area and thus inherently experiences a zero crossing therein, 
wherein the field is inherently applied in three dimensions and locally restricted, in order to prevent 
agglomeration of magnetic and superparamagnetic particles (Abstract, col. 2 lines 21-32, col. 2 line 61- 
col. 3 line 4, col. 3 lines 23-30, claims 1-4). It would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified Toumier ('321) to include the spatial location changing and 
varying magnetic field application steps and means of Kreuwel ('859) and thereby achieve the claimed 
invention, in order to prevent agglomeration of the magnetic particles according to the teachings of 
Kreuwel ('859). 

Regarding claim 3, Toumier ('321) teaches application of a gradient field 2). 
Regarding claim 6, Toumier ('321) teaches the particles as having an average size or expansion 
of at least 30 nm (1135). 

Regarding claims 8, 9 and 12, neither Toumier ('321) nor BCreuwel ('859) expressly teach 
specific values for the varying field strength, power or frequency. However, it would have been obvious 
to one of ordinary skill in the art at the time of invention to have used a magnetic field of the claimed 
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parameter values, as it has previously been held that, where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges is obvious and unpatentable (In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955)). 

Regarding claim 11, Toumier ('321) teaches that the particles comprise a magnetic core and 
nonmagnetic coating (t 19 and 49). 

Regarding claim 13, all magnetic fields, including the varjdng field taught by Kreuwel ('859), 
inherently comprise at least one pulse that decays to zero. 

Regarding claim 16, neither Toumier ('321) nor Kreuwel ('859) expressly teach 
deagglomeration (i.e. application of the var5dng magnetic field to the particles) prior to administering the 
magnetic particles to the examination area. However, a skilled artisan would have found it to be an 
obvious matter of common sense to try to deagglomerate the particles prior to administration, in order to 
prevent having to separate them after they are dispersed within the subject to be imaged. 

Regarding claim 17, neither Toumier ('321) nor Kreuwel ('859) teach application of the varying 
field and, thus, the deagglomeration of the magnetic particles, after the particles are administered to the 
examination area, or that the varying field is only applied to a part of the examination area. However, one 
of ordinary skill in the art would have considered it nothing more than an obvious matter of common 
sense to apply the varying field after administration in order to maximize the effects of deagglomeration 
during imaging, and to only expose the area to be imaged (i.e., a part of the examination area) to such 
field, as exposing more of the area would not be useful {KSR International Co. v. Teleflex Inc, 82 
USPQ2d 1385). 

Regarding claim 18, the obviousness of the claimed frequency range has previously been 
discussed for claims 8, 9 and 12. Furthermore, a skilled artisan would have considered it nothing more 
than an obvious matter of common sense to alternate the imaging and var5nng fields of Toumier ('321) 
and Kreuwel ('859), in order to prevent the signal of the varying field from interfering the imaging field 
{KSR International Co. v. Teleflex Inc, 82USPQ2d 1385). 

7. Claims 10, 14, 15 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Toumier 
('321) and Kreuwel ('859) as applied to claim 2 above, and further in view of Ivkov (US PG Pubs. No. 
2006/0142749), hereinafter Ivkov ('749), of record. 

Toumier ('321) and Kreuwel ('859) do not teach the particles to be monodomain particles, nor do 
they teach that the varying magnetic field is chosen in view of the viscosity of the liquid medium in which 
the particles are dispersed. In the same problem solving area, Ivkov (749) teaches a method of 
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administering to a patient a solution of magnetic particles wherein monodomain magnetic contrast 
particles are dispersed in blood, the monodomain particles being configured to be reverse magnetized by 
Neel rotation, and wherein the frequency of the varying magnetic field is chosen in view of the viscosity 
of blood (I 15, 16, 22, 27, 63-64). It would have been obvious to one of ordinary skill in the art at the 
time of invention to have modified Toumier ('321) and Kreuwel ('859) to include the steps of Ivkov 
(749) and thereby achieve the claimed invention, as such a modification requires nothing more than the 
mere combination of known prior art steps to yield predictable results, which has previously been held as 
obvious and unpatentable (KSR International Co. v. Teleflexinc, 82 USPQ2d 1385). 

8. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toumier ('321) and 
Kreuwel ('859) as applied to claim 2 above, and further in view of Rand (US PG Pubs. No. 
2005/0066961), hereinafter Rand ('961), of record. 

Neither Toumier ('321) nor Kreuwel ('859) teach the magnetic particle to be a hard or soft multi- 
domain particle. In the same field of endeavor, Rand ('961) teaches an MR contrast imaging method 
wherein the magnetic particle is a hard or soft magnetic multi-domain particle, it would have been 
obvious to one of ordinary skill in the art at the time of invention to have modified the method of 
Toumier ('321) and Kreuwel ('859) to employ the particle of Rand ('961), as such a substitution would 
require nothing more than the mere combination of known prior art elements and steps to yield 
predictable results, which has previously been held as obvious and unpatentable {KSR International Co. v. 
Teleflexinc, 82 USPQ2d 1385). 

Response to Amendments and Arguments 

9. Applicant's amendments are sufficient to overcome the previous rejections under 35 U.S.C. 1 12 
and the previous double-patenting rejections, which are hereby vacated accordingly. 

10. Applicant's amendments are not sufficient to overcome the previous rejection of claim 22 in view 
of Applicant's admitted prior art. At lines 26-27 of page 4 of the specification, Applicant clearly states 
that the system of unpublished German patent application 101 51 778.5 was used to perform the inventive 
method; neither the amendments of 15 April 2010 nor the remainder of the disclosure set forth any 
elements which set forth the claimed system as being structurally distinguishable from that of the prior art 
German application. Accordingly, the rejection is maintained and reiterated herein. 
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11. Applicant's arguments regarding the previous prior art rejections in view of Toumier and 
Schneider have been fully considered but are moot in view of the new grounds of rejection presented 
herein. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to PARIKHA S. MEHTA whose telephone number is (571)272-3248. The examiner can 
normally be reached on M-F, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Brian 
Casler can be reached on 571.272.4956. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from tlic Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, sec http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 



/Parikha S Mehta/ 
Examiner, Art Unit 3737 



